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APPEAL BRIEF UNDER 37 C.F.R. 1.192 
Applicants hereby present to the Board of Appeals their Brief in support of their Appeal 
from the decision of the Primary Examiner finally rejecting claims 1 and 2 in the above- 
identified application. 

Please charge the required fee of $320.00 to Deposit Account No. 15-0689. This page is 
submitted in triplicate for fee purposes. 

Three copies of the Brief are enclosed. 
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REAL PARTY IN INTEREST 

OSRAM SYLVANIA Inc., 100 Endicott Street, Danvers, Massachusetts is the Real Party in 
Interest as the owner of the entire interest in the above-identified application. 

RELATED APPEALS AND INTERFERENCES 

As of the filing of this Brief, there are no related appeals or interferences known to the 
appellants, the appellants' legal representative or assignee which will directly affect or be directly 
affected by or have a bearing on the Board's decision in this appeal. 

STATUS OF THE CLAIMS 
Claims 1 and 2 stand rejected. Claims 1 and 2 are appealed. They are delineated in the 
Appendix attached hereto. 

STATUS OF AMENDMENTS 
All Amendments have been entered. 

SUMMARY OF THE INVENTION 
The claimed invention is a high-surface-area heterogenite (HC0O2) material which can be 
used in the making of submicron cobalt metal powders. The HC0O2 material has a surface area 
of at least about 90 m 2 /g and is preferably produced by dehydrating a cobalt hydroxide 
precipitate at 1 10°C. Specification at 3, lines 1-13 

ISSUES 

Whether claims 1 and 2 are unpatentable under 35 U.S.C §102(a) as anticipated by or, in 
the alternative, under 35 U.S.C. § 103(a) as obvious over Yamada et al. 

Whether claims 1 and 2 are unpatentable under 35 U.S.C § 102(a) as anticipated by or, in 
the alternative, under 35 U.S.C. §103(a) as obvious over the Abstract of JP 10-188970. 

GROUPING OF CLAIMS 
Claims 1 and 2 are considered to stand together. 
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ARGUMENTS , 

The rejection of claims 1 and 2 under 35 U.S.C § 102(a) or, in the alternative, under 35 
U.S.C. § 103(a) as being unpatentable over Yamada et al. is believed to be in error and reversal is 
respectfully requested. 

The Examiner acknowledges that Yamada et al. does not disclose a heterogenite material 
having a surface area as claimed by the Applicants. First Office Action (8/29/01) However, the 
Examiner attempts to make up for this lack of disclosure by asserting that since Yamada et al. 
teaches making a heterogenite material by heating to the same or similar temperature as used by 
the Applicants the heterogentite material of Yamada et al. inherently possesses the claimed 
surface area. As proof the Examiner points to Yamada, col. 3, 1. 59. Final Office Action 
(3/25/02). And finally, as a catchall, the Examiner asserts that "[a]t the very least, the examiner's 
position is that one of ordinary skill in the art would be aware of the relationship between surface 
area and such parameters as particle size, density, and packing factors ... [and] would have been 
able to control the particle size of the heretogenite material obtained in the prior art through 
control of one or more of these parameters." This leads the Examiner to the conclusion that "the 
making of a heterogenite materials of a given surface area, such as the surface area recited in the 
instant claims, would have been well within the level of one of ordinary skill in the art given the 
disclosures of Yamada et al." Final Office Action at 3. 

The Applicants respectfully assert that the Examiner is in error. Yamada et al. does not 
form a heterogenite material by heating; Yamada applies a heat-treatment to a heterogenite 
material Yamada states that "cobalt compounds [substantially represented by the formula 
HC0O2] can stably be used as the cobalt compound of the present invention either directly or 
after a heat-treatment." Col. 3, 11. 53-57 (emphasis added). The heterogentite material of 
Yamada is a starting material and not an end product. Yamada does not teach how the 
heterogentite starting material is obtained nor does Yamada teach how to manipulate any of the 
parameters cited by Examiner to achieve a high-surface-area heterogenite material. Furthermore, 
it is well established that common knowledge and common sense do not substitute for authority 
when the law requires authority. In re Lee, 61 USPQ2d 1430, 1434 (Fed. Cir. 2002). When an 
assertion of general knowledge is made to negate patentability, that knowledge must be 
articulated and placed of the record. Id. at 1435. The law requires more than just the Examiner's 
conclusory statements. The Applicants respectfully assert that the Examiner has not articulated 
how general knowledge of the above-mentioned relationships makes obvious the Applicants' 
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claimed invention. Therefore, the Applicants respectfully assert that Applicants' claimed 
heterogenite powder is not anticipated by or obvious in view of Yamada et al. 

The rejection of claims 1 and 2 under 35 U.S.C § 102(a) or, in the alternative, under 35 U.S.C. 
§ 103(a) as being unpatentable over the Abstract of JP 10-188970. is believed to be in error and 
reversal is respectfully requested. 

As in the above rejection, the Examiner acknowledges that the Abstract of JP 10-188970 does 
not disclose the surface area of the heterogentite material. Instead, the Examiner again states 
that, since the prior art materials appear to be of the same composition and produced in 
essentially the same manner, the prior art material is substantially identical as the claimed 
material. As with Yamada et al., the Examiner alleges that the Abstract forms the heterogenite 
material by heating to the same or similar temperature used by the Applicants as support for this 
rejection. The Examiner also resorts to the same catchall that that one of ordinary skill in the art 
would be aware of the relationship between surface area and such parameters as particle size, 
density, and packing factors and therefore would have been able to control the particle size of the 
heretogenite material obtained in the prior art through control of one or more of these parameters 

The Applicants respectfully assert that the Examiner is incorrect. The heterogentite material in 
the Abstract of JP 10-188970 is described as being formed as a layer on a nickel hydroxide 
particle and then heated. The Abstract does not teach forming the heterogenite layer by heating. 
Therefore, the Abstract does not produce the heterogenite material in the same manner as the 
Applicants. The Applicants further reiterate their objection to the use of the catchall as stated in 
the above rejection with respect to Yamada et al. There is no teaching in the Abstract of how to 
manipulate any of the parameters cited by Examiner to achieve a high-surface-area heterogenite 
material. Thus, the Applicants respectfully assert that the claimed invention is not anticipated by 
or obvious in view of the Abstract of JP1 0-1 88970 

As a final matter, the Applicants in their June 19, 2002 Response to the Final Office Action 
brought to the Examiner's attention the recent non-precedential decision of the Board in Ex parte 
Jones 1 in which the Board stated its reservations about the propensity of Examiners to rely on the 
abstracts of references and not on the underlying reference itself. It was the view of the Board 
that this practice is generally inappropriate when both the abstract and the underlying document 
are prior art. The Applicants further requested that the Examiner at least temporarily withdraw 



1 Ex parte Jones, 62 USPQ2d 1207 (BPAI 1 1/28/01). 
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the rejection and provide a translation of the underlying document in order to better prepare the 
application for appeal should one be necessary. The Examiner responded in the Advisory Action 
mailed 7/16/02 that further consideration would be given to having a complete translation made 
if the Applicants should continue to pursue an appeal. The Applicants respectfully assert that 
this response fails to fulfill the policy set forth in Ex Parte Jones and would violate 37 C.F.R. 
§1 .193(a)(2) which prohibits the Examiner from including a new ground of rejection in the 
Examiner's answer to an appeal brief. 2 Thus, the Applicants request that the Board remove the 
finality of the Examiner's rejection and send the application back to the Examiner for continued 
prosecution based on the translation of the full document. 



Accordingly, it is submitted that error was made in the rejection of the claims under 35 
U.S.C. §§102 and 103, and reversal is respectfully requested. 

Respectfully submitted, A 



Rdbert F. Clark 
Reg. No. 33,853 

OSRAM SYLVANIA Inc. 
100 Endicott St. 
Danvers, MA 01923 



CONCLUSION 




The translated document would be a new reference and therefore constitute a new ground of rejection. 
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APPENDIX 

1 . A heterogenite powder having a surface area at of least about 90 m 2 /g. 

2. The heterogenite powder of claim 1 wherein the surface area is from about 90 m /g to 
about 110m 2 /g. 
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